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ZTfheMAIL ING DATE of this communication appea rs on the cover sheet with the correspondence address - 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

ieZ^nso fiime may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be t.mely Hied 
after SIX (6) MONTHS from the mailing date of this communication. ctatlttnru minimum of thirty (30) days will be considered timely. 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

Responsive to communication^) filed on 09 December 2002 . 
2a)D This action is FINAL. 2b)E This action is non-final. 

3) D Since this application is in condition for allowance except for -formal I nnatters ProecuUor , as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) 13 Claim(s) ±12 is/are pending in the application. 
4a) Of the above claim(s) 6-10 and 12 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |3 Claim(s) 1-5 and 11 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

■ a)ia All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3 S Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or i^i . 

Attachment(s) 

r?i . «, . ™ h mm Rem 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

^BZZ«™ZZ^:^U^^ s!nM*,„, W o, m . 1 P.,.n.App li0 „lon ( PTO, 52 , 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) U Other. . ^ 



U.S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 1 1 



Application/Control Number: 09/83 1,591 
Art Unit: 1634 



Page 2 



DETAILED ACTION 



Election/Restrictions 

1 . Applicant's election without traverse of Group I, claims 1-5 and 1 1, in Paper No. 10 is 
acknowledged. 

2. Claims 6-10 and 212 have been withdrawn from further consideration pursuant to 37 
CFR 1 .142(b) as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Election was made without traverse in Paper No. 10. 

Claim Rejections - 35 USC §112 

3 . The following is a quotation of the second paragraph of 35 U. S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 1-5 and 1 1 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

5 Claim 1 is confusing as to just what it is drawn to. In one instance it appears that the 
claim is drawn to "a hybridization probe," yet in an alternative embodiment it seems equally 
possible that the claim is drawn to "nucleotide derivatives" that are to be added to DNA and 
which are labeled. It also seems possible that the "hybridization probe" could also, somehow, 
comprise such nucleotide derivatives that are labeled. 
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6. For purposes of examination, the claim has been interpreted in its broadest sense, and that 
being it is drawn to any hybridization probe, and that the probe can have virtually any length and 
composition. 

7. Claims 2-5 and 1 1 are similarly rejected as they fail to overcome this issue. 

Claim Rejections - 35 USC §102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent m the United States. 

9. Claiml is rejected under 35 U.S.C. 102(b) as being anticipated by Stratagene. 

10. Stratagene discloses random primers (probes) that are 9 nucleotides in length. Such a 
disclosure is considered to meet a limitation of claim 1 . 

11. Claims 1-5 and 1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by JP 62- 
244398 A. 

12. JP 62-2443 98 A (English abstract) discloses the use of probes that comprise inosine 
residues and that some embodiments have labeled inosinic acid residues. 
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Conclusion 

1 3 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bradley L. Sisson whose telephone number is (703) 308-3978. 
The examiner can normally be reached on 6:30 a.m. to 5 p.m., Monday through Thursday. 

14. If attempts to reach the examiner by telephone are unsuccessful, the examiner' s 
supervisor, Gary Benzion can be reached on (703) 308-1 1 19. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 872-9306 for regular 
communications and (703) 872-9307 for After Final communications. 

15. Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0196. 
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